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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Noble Collection, Inc.
d/b/a Novel Collection
Opposition No. 91168169
Opposer,
Mark: THE NOVELL COLLECTION

V. Serial No. 78/436,945

Novell Enterprises, Inc. Published: August 23, 2005

Applicant.
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OPPOSER’S RESPONSE TO THE BOARD’'S ORDER OF JULY 3, 2007

The Trademark Trial and Appeal Board has requested copies of the pleadings filed
in the civil action styled Novell Enterprises, Inc. d/b/a Novell Design Studios v. Noble
Colfection, Inc., et al, Case No. 04-5021, pending between the parties in the United States
District Court for the District of New Jersey (“the New Jersey civil action”).

Attached are copies of the Complaint and Answers filed in the New Jersey civil
action.

The opposition and the New Jersey civil action do not involve common issues to
warrant a suspension of the opposition.

The Notice of Opposition (at |1 6-8) asserts that application, serial no. 78/436,945
(“the *‘945 application”), is void ab initio on the grounds that Applicant Novell Enterprises,
Inc. did not use THE NOVELL COLLECTION as a trademark on or in connection with “fine’

jewelry”, as of the application’s filing date, and that the “specimen” submitted by the



applicant does not demonstrate use of the mark in commerce for registration purposes in
accordance with the practice before the Patent and Trademark Office, or precedents of the
Board and its reviewing court.

The complaint in the New Jersey civil action asserts six (6) claims: false designation
of origin under Section 43 of the Lanham Act, 15 U.S.C, § 1125(a), importation of goods
bearing infringing marks under Section 42 of the Lanham Act, 15 U.8.C. § 1124, trademark
infringement under New Jersey law, dilution under federal (15 U.S.C. §1125 (c)) and New
Jersey law and common law unfair competition, all based on Opposer's use of "Novel
Collection" and other designations in connection with sale of loose natural color diamonds.

Opposer has not asserted any counterclaim in the New Jersey civil action
concerning the registration of Applicant’s mark.

The opposition and the New Jersey civil action involve different issues.

The issues before the Board are those pertaining to registrability based on use or
lack of use in commerce and, particularly:

(i) whether Applicant used THE NOVELL COLLECTION mark in interstate

commerce on or in connection with fine jewelry as of the filing date of the
‘945 application; and

(i) whether the specimen of use of the '945 application, a one page flyer, is
merely advertising material, that fails the requirements of a proper specimen
of use.

The New Jersey civil action involve issues of likelihood of confusion, differences
between various marks, differences between the parties’ goods, differences between trade
channels, the sophistication of potential customers, care exercised by the different
costumers, purchase prices of the goods, strength and fame of the marks and the

standards for injunctive relief and damages.
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The registrability of THE NOVELL COLLECTION based on Applicant’s failure to
use the mark in commerce as of the application’s filing date is not at issue in the New
Jersey civil action.

Any decision which may issue in the New Jersey civil action will not be dispositive
of issue of whether the ‘945 application is void ab initio. Cf. General Motors Corp. v.
Cadillac Club Fashions, Inc., 22 U.S.P.Q.2d 1933 (T.T.A.B. 1992)(relief sought in Federal
district court included an order directing Office to cancel registration involved in
cancellation proceeding).

A suspension will only unnecessarily delay a decision on Opposer’s pending motion

for summary judgment and a potential disposition of this proceeding.

Dated: August 2, 2007
gelo Notard
John Zaccaria
NOTARO & MICHALOS P.C.

100 Dutch Hill Road, Suite 110
Orangeburg, New York 10962-2100
(845) 359-7700

Attorneys for Opposer
Noble Collection, Inc.
d/b/a Novel Collection



CERTIFICATE OF SERVICE

| hereby certify that the foregoing OPPOSER’S RESPONSE TO THE BOARD'S
ORDER OF JULY 3, 2007 have been served by causing a copy thereof to be sent via first
class mail, postage prepaid, on August 2, 2007 to:

Lisa B. Lane, Esq.
Synnestredt & Lechner
1101 Market Street
2600 Aramark Tower
Philadelphia, PA 19107

Asmod a0

Kristin A. Tetro
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SYNNESTVEDT & LECHNER
1101 Market Street

26" Floor ARAMARK Tower
Philadelphia, PA 19107
Telephone 215 923-4466
Facsimile 215 923-2189
Attorneys for Plaintiff

IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF NEW JERSEY

NOVELL ENTERPRISES, INC.
dba/NOVELL DESIGN STUDIOS

Plaintiff,
V. | Civil Action No.
NOBLE COLLECTION, :
NOBLE COLLECTION, INC.
and

DOES 1 -20, inclusive
Defendants.

COMPLAINT AND GEMAND FOR JURY TRIAL

Page 10f 16

Plaintiff Novell Enterprises, Inc. ("Novell”), by its attorneys, for its Complaint

against the Defendants, alleges as follows:
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PARTIES

1. Plaintiff Novell is a corporation organized under the laws of the state of New
Jersay having a principal place of business located at 129 Chestnut Street,
Roselle, New Jersay, 07203.

2. Upon information and belief, Defendant Noble Collection (“Noble I') has a
place of business located at Diamond Tower Building, Suite 161-166, 54
Bezale! Street, Ramat Gan 52521, in the country of Israel and ships products
from Israel into the United States, and particularly New York State.

3. Upon information and belief, Defendant Noble | is a business entity of
unknown constitution but which is not incorporated in either the state of New
York or the state of New Jersey and is not registered to do business in either
the state of New York or the stafe of New Jersey.

4. Upon information and belief, Defendant Noble Collection Inc. (“Noble II") has
a place of business located at 580 5™ Ave., Suite 1608, New York, 10036,

5. Upon information and belief, Defendant Noble (I, is a business entity of
unknown constitution,

6. On information and belief, and despite having a place of business in the state
of New York, Defendant Nobte 11 is neither incorporated in the state of New
York nor is it registered to do business in the state of New York.

7. Upen information and belief, Shaul Cohen (hereinafter “Cohen’} is an officer
of, owner of, alter ego of, and/or is responsible for directing the activities of

Noble Il
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8. Uponinformation and belief, and especially in view of the information and
belief that Nebel il is neither incorporated nor registered to do business in the
-state of New York but nevertheless has a placs of business in the state of
New York, Plaintiff believes and therefore aliegés that Cohen is jointly and
severally liable for the acts of Noble {i complained of herein.

9. Upon information and belief, Noble | owns or is owned by, directs or is
directed by, controls or is controlled by,-or is otherwise affiliated with Noble I1.

10. Upon information and belief, Noble | is jointly and severally liable for the acts
complained of herein.

11. Upon information and belief, the products of Noble | andfor Noble Il which are
the basis of the acts complained of herein are sold through out the state of
New Jersey and in this judicial district.

12. Plaintiff is informed and believes, and thereupon alleges, that one or more
persons whose identity is unknown at the present time (hereinafter “Does 1 —
20") have caused, contributed to or are otherwise responsible for the injuries
and damages which have been or will be sustained by Plaintiff as alleged
herein.. Plaintiff is currently unaware of the true identities of such persons,
whether individual, corporate or otherwise, and will seek leave to amend its

complaint to identify such persons when the names have been ascertained.
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JURISDICTION AND VENUE

13. Paragraphs 1 — 12 hereof are incorporated herein by reference.

14.This is an action for false designation of origin and unfair compstition arising
under the provisions of the Trademark Act of 1946, Title 15, Chapter 22 of the
United States Code, 15 U.S.C. §1051 through §1127, particularly but not
exclusively 15 U.S.C. §1124 and §1125 (Sections 42 and 43 of the Lanham
Act). This Court has jurisdiction under 15 U.S.C. §1 121', 15 U.8.C. §1125, 28
U.S.C. §1331, 15 U.S.C. §1332,-28 U.S.C. §1338 and/or 28 U.S.C. § 1367.

15. Venue in this judicial district is founded on 28 U.S.C. §§ 1391(b) and (c).

COUNT !}

FALSE DESIGNATION OF ORIGIN UNDER § 43 OF THE LANHAM ACT

16. Paragraphs 1 — 12 and 14 — 15 hereof are incorporated herein by reference.

17.Since at Ievast as early as 1987, Plaintiff, Novell, has owned and operated a
business relating to the design, manufacture and sale of jewelry, with
particuiar emphasis and focus on custom jewelry, including jewelry which
includes diamonds.

18. Plaintiff, Novell, has also sold diamonds in connection with the manufacture of
jewelry.

19. Plaintiff, Novell, has adopted and is using various trademarks in interstate
commerce and in New Jersey in connection with its jewelry products and

related products and services.
4



Case 2:04-cv-05021-HAA-ES Document 1 Filed 10/08/2004 Page 5of 16

20. The trademarks owned by Plaintiff, Novell, include the mark “NOVELL,"” the
mark “NOVELL COLLECTION," and the mark “N'OVAL.” A specimen
showing one example of use of the "NOVELL" mark is attached hereto as
Exhibit A. A specimen showing one example of the “NOVELL COLLECTION®
mark is attached hereto as Exhibit B. A specimen showing one example of
the “N'OVAL" mark is attached hereto as Exhibit C.

21. Plaintiff, Novell, has been using the “NOVELL" mark in connection with its
business and its jewelry products and its related products and services since
'at-léas‘t as early as June 1, 1987, and has common law rights in New Jersey
and elsewhere arising therefrom.

22. Plaintiff, Novell, is the owner of United States Trademark Registration
2,711,191 for the mark “NOVELL" in connection with fine jewelry, custom
manufacture of fine jewelry, and the design of fine jewelry. A copy of the
Registration 2,711,191 is attached as Exhibit D.

23. United States Trademark Registration 2,711,191 for the mark “NOVELL” is
valid and subsisting.

24, Plaintiff, Novell, has been using the “N'OVAL” mark in connection with its
business and its jewelry products and related services since at least as early
as February 1, 2001 and has common law rights in New Jersey and

elsewhere arising therefrom.
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25. Plaintiff, Novell, is the owner of United States Trademark Registrafion
2,785,689 for the mark “N'OVAL” in connection with fine bridal jewelry. A
copy of the Registration 2,785,689 is attached as Exhibit E.

26. United States Trademark Registration 2,785,689 for the mark "N'OVAL" is
valid and subsisting.

27. Plaintiff, Novell, has been using the NOVELL COLLECTION mark in
connection with its business and its jewelry products and related services
since at least as early as 1996 and has common iaw rights in New Jersey and
elsewhere arising therefrom. Reproduced below is one example of use by the
Plaintiff of the marks NOVELL and NOVELL COLLECTION in connection with

diamond jewelry.
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28. Since lang prior to the acts of Defendants complained of herein, consumers
and others in the relevant channels of trade have come to recognize each of
the NOVELL, N'OVAL, and NOVELL COLLECTION marks of Plaintiff as a
service and frademark designating the services and products to be of the
highest quality and originating exclusively from Plaintiff.

29.As aresult Plaintiff Novell's exclusive use of its marks, and the prominent
stature in the relevant consumer class and channels of frade, extremely
valuable goodwill has become associated with the marks of Novell, including
the NOVELL mark, the N'OVAL mark, and the NOVELL COLLECTION mark
(herein after referred to collectively as *Plaintiffs Marks.”)

30. As the owner of the marks, Novell has the exclusive right to use its marks as
{dentified herein in commerce, and has never authorized or consented to the
use by any Defendant of any of its marks or any simulation, reproduction,
copy, counterfeit or colorable imitation of any thereof.

31. Long after Plaintiff Novell had established substantial recognition, good will
and fame in its marks, Defendants began using the designations “Novel
Collection,” “Novel Cut,” “Novel collection,” and *novel-collection.com” (the
“Infringing Designations”) in a manner which infringes upon and violates the

rights of Plaintiff in its marks.
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32, Specimens of the materials of Defendants’ showing the Infringing
Designations are provided in Exhibit F attached hereto. Reproduced below
is a page from the web site of Defendants illustrating one exampie of use by
the Defendants of the infringing Designations:

Gilléy Pigs 1 6f 1

SPCORACTES

UALITHI

it o siowal-ootlsetho couigaleny el 07004
33.The Defendants’ Infringing Designations are used in association with the
advertising, marketing, offers to sell and sales of various types of jewelry,
including but not limited to necklaces, rings and bracelets.

8
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34. The Defendants’ Infringing Designations are afso used in association with the
advertising, marketing, offer to sell and sales of diamonds, including yellow
diamonds.

35. Plaintiff's and Defendants’ goods and associated services are the same or so
similar that they move through the same and/or closely related channels of
trade.

36. Plaintiff and Defendants are in competition, either directly or indirectly, with
respect to the sale of jewelry products, related services andfor diamonds.

37. Defendants’ Infringing Designatiqns, individually and collectively, are so
similar to Plaintiff's Marks as to.be likely to cause confusion, mistake or
deception as to the source, origin, sponsorship or approval of Defendants’
goods and related services.

38. Defendants’ Infringing Designatians, individually and collectively, are‘ 10)
similar to Plaintiff's Marks that they have resulted in actual confusion and
mistake as to the source, origin, sponsorship or approval of Defendants’
goods and related services.

39. Defendants’ Infringing Designations, individually and collectively, are so
similar to Plaintiff's Marks that members of the relevant purchasing public and
other members in the relevant channels of trade are likely to believe that
Defendants’ products and services and goods are provided by, or sponsored

by, or approved by, or licensed by or affiliated with, or in some other way



Case 2:04-cv-05021-HAA-ES Document 1 Filed 10/08/2004 Page 100f 16

legitimately connected with Plaintiff, all to Plaintiff's damage and irreparable
harm.

40. Defendants’ Infringing Designations, individually and collectively, are so
similar to Plaintiffs Marks that certain members of the relevant purchasing
public and other members in the relevant channels of trade have actually
come to believe that Defendants’ products and services and goods are
provided by, or sponsared by, or approved by, or licensed by or affiliated with
or in some other way legitimately connected with Plaintiff, all to Plaintiff's
damage and irreparable harm.

41. At least as early as about June, 2003, Defendants became aware of Plaintiff's
marks and the Registrations therefore.

42, Notwithstanding Defendants’ knowledge of Plaintiff's marks and the
Registrations, Defendants have continued to commit the acts complained of
herein, and Defendants knew or should have known at least as early as June
2003 that such acts violated the rights of Plaintiff or otherwise constituted
infringement of Plaintiff's trademark rights.

43. At least as early as June, 2003 Defendants engaged in knowing and willful
infringement of Plaintiff's trademark rights.

44, This Count arises under § 43(a) of The Lanham Act (15 U.S.C. § 1125(a)
(False Designation of Origin).

45.The use of the Infringing Designations by Defendants is a false designation of

origin as to products and services made available and sold by Defendants
10
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and a false and misleading representation in violation of § 43(a) of The
{Lanham Act.
46. Defendants have committed these acts knowingly and willingly.
47. Plaintiff has no adequate remedy at law.
COUNT I
IMPORTATION OF GOODS BEARING INFRINGING MARKS

48. Parsigraphs 1 — 12, 14 - 15, and 17 — 47 hereof are incorporated herein by
reference.

48. Long after Plaintiff Novell had established substantial recognition, good will
and fame in its marks, and on information and belief, Defendants began
importing goods into the United States using the designations “Novel
Collection,” “Novel Cut,” “Novel collection,” and “novel-collection.com” (the
“Infringing Designations”) in @ manner which infringes upon and violates the
rights of Plaintiff in its trade names and marks.

50.This Count arises under § 42 of The Lanham Act (15 U.S.C. § 1124).

51, The use of the Infringing Designations by Defendants constitutes importation
in violation of §§ 42 and 43(b) of The Lanham Act.

52. Defendants have comimitted these acts knowingly and willingly.

53, Plaintiff has no adequate remedy at law.

11
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COUNT Il
TRADEMARK INFRINGEMENT UNDER NEW JERSEY STATE LAW

54, Paragraphs 1 - 12, 14 - 15, 17 — 47, and 49 - 53 hereof are incorporated
herein by reference.

55. As g complete and separate ground for relief, this Count arises under
sections 56:3-13a, 56:3-13.16, 56:3-13.17, 56:3-13.18, 56:3-13.19, and 56:4-
1.1 of the New Jersey Statutes.

56. Defendants by their knowing and willful use of the Infringing Designations in
connection with their goods and related services seek to appropriate for their
own use Plaintiff's marks, and the reputation and goodwill.associated
therewith.

57. Plaintiff has no adequate remedy at law.

COUNT IV
DILUTION IN VIOLATION OF FEDERAL ANTI-DILUTION STATUTE

58. Paragraphs 1 —12, 14 — 15, 17 - 47, 48 — 53, and 55 -567 hereof are
incorporated herein by reference.
59. As a complete and separate ground for relief, this Count arises under § 43(c)

of The Lanham Act (15 U.8.C. § 1125(c))(Dilution) in that Defendants’ acts

12
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have caused dilution of the distinctive quality of Plaintiff's famous marks, all to
the irreparable injury to and damage of Plaintiff.

60. Defendants’ acts have lessened the capacity of Plaintiff's famous marks to
identify and distinguish the services and goods of Plaintiff. Defendants have
blurred the unique association which has heretofore existed between
Plaintiff's mark and the goods and services provided by Plaintiff.

61. Plaintiff's marks are distinctive and famous. The marks are inherently strong
and distinctive, and have long been used in connection with the goods _and
services with which they are associated. These acts of Defendants
complained of herein were commenced and committed from a time after
Plaintiffs marks became famous.

62. Defendants committed these acts willfully and with the intent to trade on the

reputation of Plaintiff and to cause dilution of Plaintiff's famous marks.

COUNT YV
DILUTION IN VIOLATION OF NEW JERSEY LAW

63, Paragraphs 1 — 12, 14~ 15, 17 — 47, 49 — 53, 55 -57 and 59 - 61 hereof are
incorporated herein by reference.,

64. As a complete and separate ground for relief, this Count arises under section

56:3-13.20 of the New Jersey Statutes in that Defendants acts have caused
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ditution of the distinctive quality of Plaintiff's famous mark, afl to the
irreparable injury to and damage of Plaintiff.

B85.These acts of Defendants were commenced and committed from a time after
Plaintiff's mark became famous in New Jersey.

66. Defendants began use their Infringing Designations with the willful intent to
trade on Plaintiff's good will and reputation, and to ¢ause dilution of Plaintiffs
mark.

COUNT VI
COMMON LAW UNFAIR COMPETITION

67.Paragraphs 1 — 12, 14— 15, 17 — 47, 49— 53, 55 -57, 59 - 62 and 64 — 66

hereof are incorporated herein by reference..

68. Said acts of Defendants constitute unfair competition, including trademark
infringement, misappropriation of another’s trademark, unprivileged imitation,
and unfair trade practices under the common law of New Jersey, all to the

irreparable injury to and damage of Plaintiff.

WHEREFORE, PLAINTIFF RESPECTFULLY PRAYS:

A That a preliminary and permanent injunction issue restraining Defendants,
each of its agents, servants, employees, successors and assigns and all others in

concert and privity with them from infringement of Plaintiff's marks, from dilution of
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Plaintiff's trademark rights, from injuring Plaintiff’s business reputation, from unfairly
competing with Plaintiff, and from engaging in unfair and deceptive trade practices;

B. That Defendants be ordered to surrender for destruction all goods, labels,
advertisements, brochures, promotional materials and any cther materials which bear
the Infringing Designations, or any calorable imitation thereof, and means for
reproducing the same;

C. That Defendants file with this Court and serve on Plaintiff, within ten (10) days
after the date of the order of this Court, a report in writing under oath setting forth in
detail the manner and form in which Defendants have complied with the orders of this
Court;

D. That Defendants be required to account to Plaintiff for Defendants’ profits, the
actual damages suffered by Plainiiff as a result of Defendants’ acts of infringement,
false designation of origin, unfair competition, and unfair and deceptive trade practices
together with interests and costs; ”

E. That this Court award Plaintiff's treble the amount of damages suffered by
Plaintiff;

F. That Defendants be ordered to pay punitive and exemplary damages in an
amaunt to be determined by the Court, in the interest of justice, and to take into account
the willfulness and reckiessness of the actions of Defendants in utfer disregard for the
rights of Plaintiff;

G. That the costs of this action be awarded to Plaintiff;
16



Case 2:04-cv-05021-HAA-ES Document1  Filed 10/08/2004 Page 16 of 16

H. That this is an exceptional case and that Plaintiff be awarded it reasonable
aftorney's fees;

I. That a preliminary and permanent order issue to all customhouses of the
United States mandating that all products of Defendants bearing the Infringing
Designations be denied entry into the United States and to record Plaintiff's above-

identified marks.and the copies of the certificates of registration therefor as required
under the applicable laws and regulationé; and

J. That this Court grant such other relief as it shall deem just and proper.

JURY TRIAL DEMAND

Plaintiff Novell demands a trial by jury on all claims as to which a jury trial may be
had.

Respectfully submitted,

Dated: to/%f0%

JBseph F. Posilico—

/ /" Attorney ID No. JFP6137
Richard C, Woodbridge
Attorney ID No. RCW7677

Attorneys for the Plaintiff
Synnestvedt & Lechner
2600 ARAMARK Tower
1101 Market Street
Philadelphia, PA 19107
(215) 923-4466
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